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DETAILED ACTION 

1 . This Office Action is in response to the preliminary amendment filed May 3, 2005. 
As directed by the amendment claims 1-19 have been canceled and claims 20-38 have 
been added. Thus, claims 20-38 are pending in this application. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 20-38 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Where a claim is directed to an apparatus 
attached to the human body or any part thereof the claim is directed to nonstatutory 
subject matter because the claim positively recites part of a human body. See: 1077 
Official Gazette, April 21, 1987. 

Claim 20 is rejected because it positively recites a part of a human body. Claim 
20 claims "a mouthpiece arranged to be introduced into and held in the user's mouth" in 
lines 4-5; "an opening at the end that is to be introduced into the user's mouth" in lines 
6-7; and "the filter house is elongated and extends parallel to a line between the corners 
of the user's mouth when the mouthpiece is inserted in the user's mouth" in lines 10-11. 
Any remaining claims are rejected as depending from a rejected base claim. 

This rejection may be obviated by having the various parts be "adapted to" be 
placed in, or on, a user. 

Any remaining claims are rejected as depending from a rejected base claim. 
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Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 20-38 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "essentially" in claims 20-21 , 24, and 29 is a relative term which 
renders the claims indefinite. The term "essentially" is not defined by the claims, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. It is unclear how essentially "straight," "circular or "following" the shapes must 
be to be included or excluded by the claim. 

The term "major part" in claim 22 is a relative term which renders the claim 
indefinite. The term "major part" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. It is unclear how 
"major" a part must be to be included or excluded by the claim. 

6. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
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App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 26 recites the 
broad recitation wherein the attachment means are arranged at said first and second 
positions on either side of the opening in said second wall section, and the claim also 
recites "preferably close" to the opening in said second wall section, which is the 
narrower statement of the range/limitation. 

The term "close" in claim 26 is a relative term which renders the claim indefinite. 
The term "close" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. It is unclear how close the 
attachment means must be to be included or excluded by the claim. 

Claim 28 recites the broad recitation wherein the filter is fixed between said 
attachment means to almost bear against the inside of the first wall section of the filter 
house, and the claim also recites that it "bear[s] against", which is the narrower 
statement of the range/limitation. 

The term "almost" in claim 28 is a relative term, which renders the claim 
indefinite. The term "almost" is not defined by the claim, the specification does not 
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provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. It is unclear how 
"almost" bearing against the inside of the first wall a filter must be to be included or 
excluded by the claim. 

The terms "flexibly pliable," "relatively stiff," and "close" in claim 31 are relative 
terms which renders the claim indefinite. The terms "flexibly pliable," "relatively stiff," 
and "close" are not defined by the claim, the specification does not provide a standard 
for ascertaining the requisite degree, and one of ordinary skill in the art would not be 
reasonably apprised of the scope of the invention. It is unclear how close "flexibly 
pliable," how "relatively stiff' the supporting layer must be and how "close" the plurality 
of openings must be to be included or excluded by the claim. 

The term "low height" in claim 32 is a relative term which renders the claim 
indefinite. The term "low height" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. It is unclear how 
"low height" projections must be to be included or excluded by the claim. 

The term "relatively coarse" in claim 34 is a relative term which renders the claim 
indefinite. The term "relatively" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. It is unclear how 
"relatively coarse" the mesh plastic net must be included or excluded by the claim. 
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The wording of claims 36-38 is confusing and the examiner respectfully suggests 
applicant rewrite the claims to provide clarity as to what is being claimed. 

Any remaining claims are rejected as depending from a rejected base claim. 
Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claim 20-26, 29-30, and 35-37 is rejected under 35 U.S.C. 102(b) as being 
anticipated by Pyzel (3,731 ,678). 

Pyzel discloses a breathing protective device (figures 1 & 2) comprising a filter 
house body (10) having a filter house (area between the inner conduit 14 and outer wall 
1 0) with a filter house chamber (inside 1 0) and a first wall section (1 0) having a number 
of through holes (1 8), at least one filter (22 & 22a) in the filter house chamber inside 
said first wall section (10), and a mouthpiece (16) arranged to be introduced into and 
held in the user's mouth and having an air passage (14) between an opening in a 
second wall section (wall forming conduit 14) in the filter house and an opening (at top 
of mouthpiece) at the end that is to be introduced into the user's mouth: wherein the 
filter house has a first end (bottom), a second end (top) and said first (10) and second 
wall (14) section that extend between said ends of the filter house, the filter house is 
elongated and extends parallel to a line between the corners of the user's mouth when 
the mouthpiece is inserted in the user's mouth, said first wall section (10) of the filter 
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house is provided with a plurality of through holes (18) in at least one area and that it 
extends at least essentially straight in the longitudinal direction of the house at least on 
the inside in at least the area or areas in which said through holes are arranged, the 
filter (22, 22A) is arranged in the filter house chamber (10), along said second wall 
section (14) and covering the openings in this wall section, a non return valve (24) that 
is closed (figure 1) at inhalation and opened (figure 2) at exhalation is arranged in at 
least said first end (bottom), and at least one passage (14) for exhalation air extends 
between the opening in the first wall (the valve at 24 is located between hole 18) of the 
filter house and said non return valve at the first end (bottom) of the filter house. 
Regarding claim 21 , Pyzel discloses said first wall section (1 0) of the filter house has an 
inside that is essentially straight in the longitudinal direction of the filter house but 
arched, bent or angled (the filter hose is a cylinder) in a plane that is perpendicular to 
the longitudinal direction. 

Regarding claim 22, Pyzel discloses an inside of said first wall section (10) that 
defines a cylindrical segment of the filter house chamber (inside 10), that extends along 
at least the major part of the length of the filter house chamber (inside 10) and around at 
least the major part of its circumference, from a first position on one side of the opening 
in said second wall section(valve at 24), around the inside of a first section to a second 
position on the other side of said opening. See: figures 1 & 2. 

Regarding claim 23, Pyzel discloses that the length of the inner circumference of 
the first wall section (10) is longer than the circumference of the wall section in the 



Application/Control Number: 10/533,587 Page 8 

Art Unit: 3771 

areas between the opening of this end section and the ends. The wall of 10 surrounds 
the device and would therefore have the largest circumference. See: Figures 1 , 2 3 & 6. 
Regarding claim 24, Pyzel discloses the inside of said first wall section (10) which is 
essentially a circular cylindrical. See: figures 1-3 & 6. 

Regarding claim 25, Pyzel discloses an attachment means (13) for the filters (22) 
are arranged on the inside of the filter house. See: figure 1 . 

Regarding claim 26, Pyzel discloses a device wherein the attachment means (13, 
20 & 21) are arranged at said first and second positions on either side of the opening in 
said second wall section (at valve 24). 

Regarding claim 29, Pyzel discloses a device with a filter (22, 22a), when 
mounted in the filter house chamber (inside 10), has an outside contour (figures 1-2) 
that essentially follows the inside contour of the first wall section (1 0) of the filter house. 
Regarding claim 30, Pyzel discloses a device with a filter (22 & 22a) that is fixed 
between an attachment means (1 3, 20 & 21 ) to bear against the inside of the first wall 
(10) section of the filter house. 

Regarding claim 35, Pyzel discloses a recess (formed inside 25) provided at said 
first end (bottom) on the outside of the filter house (24) and in that the non return valve 
is recessed (it is recessed from the bottom end)and fixed in this recess. See: figures 2 
&6). 

Regarding claim 36, Pyzel discloses a device with an end wall section (25) at the 
first end (bottom) of the filter house, all around the inside of the filter house, against 
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which end wall section one end edge of the filter bears (20 bears on 25 in between 
holes 18). See: figures 1-2 & 6. 

Regarding claim 37, Pyzel discloses a device with a seat (where 24 sits against 
25) for a membrane (24) included in said non return valve (24) is provided at the bottom 
of the recess at said first end (bottom end). See: figures 2, 4 & 6. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 0. Claims 27-28, 31 -34 and 38 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Pyzel (3,731 ,678) and further in view of Putrello (5,771 ,885). 

Pyzel discloses all the limitations of instant claims 27 & 28, except the 
attachment means for the filter that are designed as rails, connected to the filter house 
wall, that extend in the longitudinal direction of the filter house, along the entire length of 
said first wall section, and form longitudinal boundaries for this wall section and at the 
same time form seal against the longitudinal edges of the filter and wherein the 
longitudinal edges of the filter are arranged in grooves in said attachment means. 

Putrello teaches a breathing device with a body having a pair of triangular 
spaced apart bosses (26 and 28) that define a slot (34) into which a removable filter 
(36) can be inserted. See: col. 2, line 56 - col. 3, line 17 and figures 1 and 3-7. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the means of attaching the filter as disclosed by 
Pyzel by utilizing a set of spaced apart bosses to form a slot, as taught by Putrello, to 
obtain a device that allows for quick filter replacement with accurate placement of the 
filters into the device. 

Regarding claim 31 , Putrello teaches a filter that comprises both a filtering layer 
(36) that contains a filter stuff and a supporting layer (38) that is flexibly pliable and 
relatively stiff and has a plurality of openings (figure 4) arranged close to each other 
(adjacent), which supporting layer (38) forms a distance means between the filter house 
wall (when inside the body) and the filtering layer (36). 

Regarding claim 32, Putrello teaches a filter chamber having a plurality of low 
height projections (26 & 28) that form distance between the filter house wall and the 
filtering layer. See: figures 6 & 8) 

Regarding claim 33, Putrello teaches openings in the supporting layer (38) that 
would communicate with another opening (as air is drawn through) in the supporting 
layer, such that a distribution of the air can be promoted (via the holes in the supporting 
layer 38) before the air is sucked into the filtering layer. 

Regarding claim 34, Putrello discloses a device with a supporting layer (38) that 
is designed as a relatively coarse mesh plastic net formed of upper and lower, crossed 
strands. See: col. 2, lines 60-65, abstract and figure 4. 
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Regarding claim 38, Putrello discloses a detachable cover (figure 10) that covers 
an opening (64) at the second end of the filter house, the filter (46) via said opening can 
be inserted in the filter house chamber (by manually inserting a filter material), and the 
inside of the cover (inside 70) bears against the second end wall (at 54) of the filter 
housing (12), after the detachable cover has been put back over the opening. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Ferraro (6,530,374); Khudosovtsev et al (4,515,156); Jonasson 
et al (5,937,856); Stulbach (5,207,221); and Swann (5,315,987). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CLINTON OSTRUP whose telephone number is 
(571 )272-5559. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Justine Yu can be reached on (571 ) 272-4835. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Clinton Ostrup/ 
Examiner, Art Unit 3771 

/Justine R Yu/ 

Supervisory Patent Examiner, Art Unit 3771 



